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In compliance with MPEP 2001 .06(c), applicants wish to inform the Examiner that US 
Pat. Nos, 6,345,278 and 6,640,042, which issued from applications in the priority chain of the 
present application, were litigated against Apply Yourself, Inc. (US District Court for the District 
of Oregon, Civil Docket No. CV-02- 484 HU and CV-02-1359 HU). That case is currently on 
appeal. (Federal Circuit Appeal No. 04-1202). 

During the litigation, the defendant Apply Yourself, Inc. imsuccessfiiUy asserted that the 
asserted claims of both patents were invalid for obviousness and for on-sale activities by XAP 
Corporation. Apply Yourself, Inc. withdrew the assertion of invalidity as to US Pat. No. 
6,640,042 before submission to the jury and the jury found the asserted claims of US Pat, No. 
6,345,278 to be valid. To ensure compliance with their duty of disclosure, with regard to the 
XAP Corporation activities, applicants hereby provide various documents from the litigation, 
including trial testimony of Mr. Allen Firstenberg of XAP Corporation, trial and deposition 
testimony of Mr. Frank Tansey, formerly of Sonoma State University, and trial and deposition 
testimony of Mr. James L. Maraviglia of Califomia Polytechnic State University. Attached to 
the Maraviglia deposition as an exhibit is a copy of a Contract No. A960014 between XAP 
Corporation and the Trustees of the Califomia State University. Other documents produced 
during the litigation and not sealed by the court are included as items PP, QQ, and RR on the 
attached form PTO/SB/08B. 

Additional documents that are described in the testimony are imder seal by order of the 
court at the insistence of XAP Corporation, which refuses to make the additional documents 
available for submission to the PTO. The attached Contract No. A960014 was obtained from the 
State of Califomia through a Freedom of Information Act request. 

Applicants also submit a copy of an October 12, 2001 Declaration of James H. Wolfston, 
Jr., which was submitted in previous applications in the priority chain, describing assignee's 
Apply Web I system. Additional research undertaken for the recent litigation has revealed that 
the date on which Apply Web I system was placed on the Intemet was probably closer to July 
1996, rather than September 1995. Because the July 1996 date is later, and both dates are before 
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the critical date, applicants submit the error is not material and have not required a new 
Declaration from the Declarant. 

In compliance with MPEP 2001 .06(c), applicants also disclose that the patent owner has 
a pending patent infringement action against XAP Corporation (US District Court for the District 
of Oregon, Civil Docket No. 03-01229-HU). The patent owner filed, but has since dismissed 
without prejudice, a patent infiringement action against Princeton Review (US District Court for 
the District of Oregon, Civil Docket No. 03-0123 1-HU). 



Respectfully submitted, 





Michael O. Scheinberg, 
Reg. No. 36,919 
P.O. Box 164140 



Austin, Texas 78716-4140 
Telephone: (512)328-9510 
Facsimile: (512) 306-1963 
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